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How to Avoid Becoming the Client:
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As employers in California, law firms know that they
must comply with a wide array of ever-changing laws, regulations regarding minimum employment standards, create employee entitlements,
and impose employer obligations. Indeed lawyers often advise clients on these
very obligations. Recent events in Silicon Valley have brought a national
spotlight to alleged employer mistakes or violations which, in turn, has done
much to educate today’s workers about their rights and their opportunities to
demand damages from their employers. These events have similarly brought
the importance of an employer’s consistent and objective performance documentation to the forefront. In this climate, proactive employers should look for
ways to manage their employment law risks, so as to prevent the costs, lowered
employee morale and reputational harms associated with employee claims.
Due to the nature of our business, issues related to employee claims and
employer noncompliance can be more damaging to the firm’s reputation than
other types of employers. While California has the presumption that employees are employed on an at-will basis, there are several exceptions. Regardless
of the merits of the claim, thousands of employment-based complaints are
filed every year. Law firms are not immune to such lawsuits, and must spend
time and resources to defend against claims. While we often counsel clients
on best practices, it is important to practice what we preach when it comes to
(Continued on page 4)
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PRESIDENT’S MESSAGE:

RECOLLECTIONS

Introduction to 1977

The MCBA In 1977

By Randy Wallace

By the Hon. Richard Breiner (Ret.)

1977 was a transition year of
sorts for me and the MCBA president. For me, it was the transition between law school and
law practice. Law school teaches you how to think, but the
practice of law is taught through experiencing difficult real
life problems for your clients, being asked tough questions
(putting a new lawyer on the spot), and suffering through
periodic mortification. Bob Conn always said the following
about the practice of law, “It’s not easy.”
I was fortunate because I had a mentor who always
asked me the tough questions in private thereby preparing me for the public. This process went on for years and
instilled within me certain obligations. Obligations such as
acting a bit more professional, standing a bit taller in court,
and being a bit more prepared because I never wanted to
let my mentor feel like I let him down. It took many years
for me to tell him about the obligations that I carried all
those years for his faith in me. When I finally did tell him,
he simply said, “You never did let me down…”
Richard Breiner, the 1977 President of the MCBA,
never let anyone down whether it was as a son to his parents who operated a bakery in Missouri, or as a student,
brother, husband, father, friend, law partner, judge, mediator
and mentor. 1977 was a transition year for the President
of the MCBA because he wore two different hats. When
I asked him to do this message he told to me at several of
our meetings that he did not want to let me down… That
brought a tear to my eye, a smile to my face and still does
as I write this sentence.
So read the message and arrive at your own conclusion.
I give you a sui generis member of the MCBA the Hon.
Richard H. Breiner (Ret.) and the only recipient of the Marin
County Bar Association Lifetime Achievement Award.

Serving the legal community of Marin since 1965

MARIN PACIFIC COMPANY.INC.
General Insurance Brokers and Agents

PROBATE BONDING
453-1620

1430 Fourth Street
San Rafael, CA 94901

Daniel C. Dufficy
Gail Anne Geary

Representing major surety carriers • fast local service

www.marinpacific.com

In 1977, I became the President of the Marin County Bar
Association. At that time, I was
practicing with three others in a
small office on Fifth Avenue in
San Rafael. My partners were
Robert I. Conn, Robert K. Birkie
and a young lawyer we referred to simply as “the kid”,
Gary T. Ragghianti. Shortly thereafter, we added Art Lusse,
Ralph Thomas, and Henry B. Lasky.
I had come to Marin from a position I had in San
Francisco and was fortunate to be put in contact with Bob
Conn who needed help and was looking for someone to
join him in San Rafael. It turned out to be a life changing
decision and so began a lifelong friendship with one of the
best lawyers (and people) I have ever met.
My first and only law office was located at 1534 Fifth
Ave in San Rafael, where Bob Conn and I practiced law
together. Then Bob Birkie joined us and finally in 1971
Gary T. Ragghianti was added. I had a very busy and varied
practice. I litigated civil cases and handled transactional
real estate and related matters. I recall my hourly rate was
$40, and I was making money! I became Bob Conn’s assistant in representing the City of Tiburon and later I was
appointed the City Attorney in Belvedere. I also provided
legal services to the cities of San Rafael, Mill Valley, and
Ross, as well as to the Novato Fire Fighters Union and
the Sausalito Police Officer’s Association. Our firm was
called Conn, Breiner, Birkie and Ragghianti and the years
we spent together form some of my best memories of my
years practicing law.
The Courthouse where we practiced is gone, replaced
by an office building at 1000 4th St. The Courthouse
Creamery, where we frequently ate breakfast and lunch,
was directly across the street. It had a doughnut-making
machine in the front window. The doughnuts were good
and cheap, and we all ate more than our share. There was a
restaurant called Travelers Inn down on Third Street (now
a vacant lot). I must have eaten there a thousand times over
the years, usually with Bob and Gary. On the way, I trolled
the streets searching for parking meters with time left on
them, to the delight of my frugal partners.
The County’s first law library was a godsend to me
during my first 10 years of practice. Two of the lawyers
I first began to practice with (the late Jerry Durham and
Hal Truett) did not believe in spending money on law
books, so we had only a minimal library in our 5th Street
office: CEB books and no California Reports (except the
(Continued on page 3)
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advance sheets, which were hole-punched and tied together
with string and had a different pagination from the bound
volumes, which we didn’t have). I would have to go to
the law library to Shepardize the advance sheets to get the
proper pagination so that I could properly cite the cases in
my briefs and so that I could do basic legal research. The
law library was located in the rear of the second floor of
the old courthouse downtown and was supervised by Joe
Henneberry, a deputy county clerk whose primary job was
as Judge Joe Wilson’s courtroom clerk. I acquired a key
to the old courthouse and a key to the law library, and I
spent many midnights and weekends working at the law
library. Fortunately, the Courthouse Creamery across the
street was closed during my research hours, so I was able
to avoid eating their donuts for a while.
Marin changed dramatically over the years I practiced
law between 1965 and 1977. The courts (Municipal Court
and a Superior Court) moved to the new Civic Center in
December 1969 and the old courthouse remained shuttered
until it burned to the ground in 1970. In August 1970, a
tragic shootout occurred, killing one of our then sitting
Judges, Harold Haley, and seriously injuring then Assistant
District Attorney Gary W. Thomas. In October, 1970, a
bomb placed in a lavatory on the Court floor exploded and
blew out the wall of an adjacent courtroom. Fortunately,
that happened at 2:50 a.m., and no one was injured. Ironically, that became my courtroom seven years later.
When these events occurred, there was little to no
security at the courthouse. There were neither metal detectors nor bag searches and anyone knowing where the
judges’ chambers were located could simply walk back
unescorted and through what is now a restricted corridor.
To give you some idea of how relaxed our security was at
the old courthouse in the late 1960’s, prisoners brought to
the courthouse for trial were simply chained and kept in the
hallway outside the courtroom while they waited to testify.
Marin’s practices changed as did all other public building
security operations after these horrific events. Our days of
innocence were sadly over forever.
The Bar was small in these years and everyone knew
everyone else. The Bar Board used to meet at what was
called West End Villa (now Arrivederci) in a small room.
I recall our lunches cost $5.25.
I also recall that our monthly bar lunch meetings, often
held at the old Holiday Inn (now Four Points Sheraton) cost
$10, including dessert. Nevertheless, the late Herb Walton
complained about the cost.
I became involved in the Bar early and worked my
way through the chairs, becoming president in 1977. I only
served half a year when I was appointed to the Superior
Court bench by then and now Governor Jerry Brown. I was
delighted to get the appointment. I enjoyed my 20 years on

the Bench. The late Len Bjorklund served the balance of my
term and then his own year-long term, thus becoming the
longest serving president in the Bar’s history. When I left
the Bar presidency, we had approximately 560 members.
When I was sworn in as a Judge, there were two trial
courts, Municipal and Superior. I joined Henry J. Broderick, Joseph G. Wilson, Charles Reed Best, E. Warren
McGuire, and David Menary, Jr. on the Superior Court.
Our Municipal Court was comprised of Peter Allen Smith,
David Baty, Robert Smallman, and Gary W. Thomas. The
Superior Court was fortunate to have the retired California
Supreme Court Justice, Louis H. Burke, volunteer to sit and
hear cases for many years.
As I look back at my career over five decades here
in Marin both as a lawyer and a judge, I remember those
years with great fondness.
I wish to thank Randy Wallace for providing me the
chance to reminisce about my career and my service with
the Bar Association.
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performance management and documentation of performance issues.
How Do These Issues Arise?
The Equation: Poor Performance + No Documentation + Protected Category and/or Activity + Termination
= Potential Liability
The Scenario: Employee has not been performing
but this has not been documented or addressed and then;
• Employee announces she is pregnant;
• Employee is injured at work and files workers’ compensation claim;
• Employee complains about issues that trigger whistleblower protection.
How to Reduce Risk
Written performance reviews are the “holy grail” of
documentation. An effective, contemporaneous review can
be used as a sword or a shield in subsequent litigation. Remember, documents last forever. Therefore, as we counsel
our clients, when you write something, consider how it will
be read and interpreted by someone else.
When crafting performance reviews, know your audience. The purpose is to correct and put employees on
notice of potential performance concerns. It also creates
an evidentiary record that will be used in any subsequent
litigation. Crafting and delivering a performance review is
not a rote exercise.
To be effective and to avoid scrutiny in litigation, be
objective and specific:
• Tie comments to aspects of the employee’s job description (offer letter, core competencies for practice
year);
• Provide concrete, factual examples of performance
issues (e.g., do not say “untimely work product”;
rather, point out the specific assignment(s), the due
date, received date, and impact to the Firm as a result
of the untimely work product). If you have emails in
which the attorney was performance counseled, even
informally, these should be retained. Rest assured the
employee is saving all of the emails in which he/she
was praised. Note that in the law firm context, there
may be attorney-client privilege issues to consider.
A review should also focus on positive aspects of
performance and set forth goals and objectives for improvement and professional growth for the next review period.
Once the review has been crafted, an in-person meeting should be set up to discuss. This meeting ensures
that there is no confusion with respect to expectation and
provides the employee an opportunity to ask questions.
This dialogue will also help negate arguments from an em-
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ployee’s attorney that the employee never saw the review.
Final Tips
• No surprises!
• Be consistent
• Have a legitimate business reason for discipline.
• Job-related
• Non-discriminatory
• Compliant with policy
• Clear and thorough documentation.
• Know when to ask for help.
• Managers, Human Resources, Outside Counsel
The information set forth above is merely an overview
of a common employment law pitfalls around which all
employers must navigate, including law firm employers. In
addressing the numerous employment law issues related to
performance management, which can manifest on a daily
basis, lawyers who manage law firms not only minimize
their firms’ risks but will likely gain a deeper appreciation
for the challenges that confront our clients.
Natalja M. Fulton is a shareholder in the San Francisco office of Jackson Lewis, P.C. She can be reached at
(415) 394-9400 or natalja.fulton@jacksonlewis.com.
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SUMMARY OF MAY MEETING

Social Justice:
From Problems to Solutions
By A. Jeanne Grove

their future. Finally, Chief Bishop was proud to discuss the
excellent relationship the San Rafael Police Department
has with its local community and introduced her officers
who are dedicated to school resources. Despite their limited resources, they have numerous programs dedicated to
community outreach including Camp Chance which helps
children develop better relationships with law enforcement.
Overall, there was no question these women are role models
for how we can better serve our community.
A. Jeanne Grove is a senior litigation attorney at
Goldstein, Gellman, Melbostad, Harris & McSparran, LLP
and her practice focuses on co-ownership and real property
disputes, as well as landlord-tenant matters. Jeanne can
be contacted at 415-673-5600 x244 JGrove@g3mh.com

The Bay Area’s Premier Reporting Service
♦ Complimentary
Conference Rooms
♦ Document Depository
♦ Livenote/E-Transcript
♦ Videoconferencing
Clockwise: Dr. Shirley Thornton, Ann Munene, Mary O’Mara,
Jose Varela, Patricia Prince & Police Chief Diana Bishop

A sold-out event May 24 with over 100 registrants, the
discussion on social justice brought together community
leaders, educators, public defenders, district attorneys and
MCBA members. Partnering with MarinLink, the program
was hosted by the MCBA Diversity Committee at the Fenix
in San Rafael. Attendees were eager to hear from esteemed
speakers Diana Bishop, San Rafael Chief of Police, Dr.
Shirley Thornton, Assistant Principal, Bayside Martin
Luther King, Jr. Academy in Marin City, and Maite Duran,
Coordinator of restorative justice program Consejo, and
moderators Jose Varela, Marin County Public Defender’s
Office, and Patricia Prince of Prince Law & Mediation.
The program focused on innovative solutions to social
justice challenges and bias in Marin County such as early
education initiatives, improving police relations, and breaking perceived stereotypes. Each speaker has had a unique
and inspirational career that has shaped the initiatives they
deliver in Marin.
Maite Duran showed us that young kids who start going down the wrong path really can turn around their lives
before it’s too late. Dr. Shirley Thornton taught us that there
is no such thing as “at-risk students” – this label unfairly
presumes that these students will not succeed. Instead, we
need to see them as ‘students at risk’ (of poverty, of dropping out of school, etc.), and that will change our bias about

Capturing your words
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117 Paul Drive, Suite A
San Rafael, CA 94903
415-472-2361 · Fax 415-472-2371
depos@westcoastreporters.com
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Cause [Trademarks]
Never Go Out of
Style
© Elizabeth J. Rest 2015

In this age of digital downloads and streaming music, we
often hear musicians lament
that they simply are not making
enough money. Gone are the days of traditional record
deals including substantial advances, cushy tour budgets,
label-sponsored merchandising deals, and, if all goes
right, fans lining up at brick and mortar stores to buy
music on the release date. Times have changed; there is
no doubt. Recording artists, now tasked with the revenue
generating activities formerly handled by the record
labels, are pursuing all available means to secure and
control revenue streams and capitalize on their music,
including through merchandising.
Artist Taylor Swift has been making headlines due
to her attempt to obtain trademark registrations for some
of her song lyrics and titles. While Ms. Swift seems to be
doing just fine financially, and unlike many musicians is
likely not awaiting her next royalty check to pay rent, her
efforts to control the revenue streams available to recording and touring musicians are instructive. Ms. Swift has
filed dozens of trademark applications with the United
States Patent and Trademark Office for marks such as
THIS SICK BEAT, CAUSE WE NEVER GO OUT OF
STYLE, NICE TO MEET YOU. WHERE YOU BEEN?,
and PARTY LIKE IT’S 1989 for goods and services like:
home décor; umbrellas; writing instruments; art supplies;
musical instruments; Christmas tree decorations; wigs;
shoe laces; knitting implements; clothing and footwear;
kitchen and bath linens; canvas bags; beverageware and
dinnerware; cookware; jewelry; computer software;
keychains; toiletries; tanning products; hair color; potpourri; non-downloadable games; contests and sweepstakes; and retail services, among others.
Certainly, this is not an altogether new phenomenon.
Margaritaville Enterprises, LLC, Jimmy Buffet’s entity,
has more than 700 pending trademark applications and
registrations for marks such as IT’S FIVE O’CLOCK
SOMEWHERE, PARROTHEAD, TOES IN SAND
- FORK IN HAND, LICENSE TO CHILL, and MARGARITAVILLE for a variety of goods and services.
Michael Jackson’s estate, through the entity Triumph
International, Inc., has over 300 pending and registered
trademarks for marks like BILLIE JEAN, NEVERLAND RANCH, KING OF POP, THIS IS IT, BAD, and
THRILLER, also for a myriad goods and services. Elvis
Presley, Steve Miller and many other artists have applied
6

for, and in some instances have successfully obtained,
trademark protection for their lyrics or song titles.
But, is this proper trademark use? Or, is it simply
an effort to deter third parties from making use of these
artists’ song lyrics, titles, or catch phrases on merchandise? More likely than not, it is the latter.
In simple terms, the essential functions of a trademark
are to indicate a single source of origin of goods and/or
services, and to prevent consumer confusion in the marketplace. For example, when a consumer walks into a store and
sees a handbag bearing the mark LOUIS VUITTON®, that
consumer knows where that product came from, and can
rely on the mark holder’s reputation regarding the quality
of the goods. A trademark owner can prevent competitors
from using the owner’s mark, or a similar mark, to deceive
consumers and pass their own, usually inferior, goods or
services off as the genuine goods or services. In other
words, U.S. trademark law is designed to protect consumers – not trademark holders. Trademark rights are also
limited to the goods and services listed in the registration.
Thus, if Louis Vuitton owns its mark for “handbags,” for
instance, it only has the right to use the mark on similar or
related goods. In the strictest interpretation of trademark
law, an unrelated party could begin selling Louis Vuitton
semiconductors and would not be infringing.
Artists like Taylor Swift, however, are attempting to
create monopolies over certain words and phrases in an attempt to “own” those words or phrases in connection with
all goods and services to the exclusion of others. Taylor
Swift’s trademark applications are not likely an effort to
protect her fans from buying an inferior THIS SICK BEAT
wig or CAUSE WE NEVER GO OUT OF STYLE t-shirt.
Rather, Ms. Swift has likely broadly filed for phrases such
as THIS SICK BEAT and CAUSE WE NEVER GO OUT
OF STYLE in order to prevent third parties from using that
phrase to make money – money that Ms. Swift believes
she herself should be making, should she choose to do so.
Artists fear that their catch phrases and lyrics will become
so popular that third parties will begin plastering them on
(Continued on page 7)
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any and all kinds of goods in order to capitalize on the artists’ fame and goodwill. This is a valid fear. Unfortunately
for the artists, U.S. trademark protection will only help
them to a point.
Using phrases as song lyrics or titles does not establish any trademark rights. In the U.S., one cannot obtain
trademark protection or registration without use of the
mark in commerce on or in connection with all of the
goods or services in the application. This means that in
order for Taylor Swift to ultimately achieve registration
of her marks, she’ll have to use phrases like THIS SICK
BEAT on wigs, tanning products, and temporary tattoos,
for example. Undoubtedly, Ms. Swift plans to engage in
a major merchandising push in connection with her tour.
Thus, perhaps it is cynical to presume that Ms. Swift’s
trademark filings are not the signal of an ambitious licensing program, rather than merely protection against potential
third-party exploitation of her song lyrics and titles. But,
the likelihood of her using her marks on all of the goods
and services in her applications seems slim.
Nevertheless, under U.S. trademark registration procedures, assuming a trademark applicant complies with all
necessary maintenance filings, an applicant may have up
to three and a half years before the applicant has to prove
use of the mark. During that entire time period, the mark
application blocks others from obtaining registration for
the same or similar mark for identical or related goods or
services. Additionally, while the application is pending,
and even before proof of use of the mark is required, an
applicant can use its application defensively to stop others
in the marketplace from using the mark in commerce on the
goods or services covered by the applications. Accordingly,
an applicant can file an application and, for approximately
three years, know that they have a defensive tool against
copycats in the marketplace. For artists like Taylor Swift,
in all likelihood in three years she will have a new album,
with new popular song lyrics and titles, and the song titles
and lyrics from her current album will be out of the zeitgeist
and have little further value as trademarks to be applied to
merchandise. Thus, even if Ms. Swift never proves use of
her marks on all of the goods and services in her applications, the pending applications are a valuable asset that can
be used to assert control over the potential revenue stream
stemming from the popularity of her music.
In short, artists like Taylor Swift are attempting to
capitalize on their fame and the popularity of their music,
and there is nothing wrong with that. The problem arises
when these artists attempt to monopolize certain words
and phrases under the guise of preventing third-party
exploitation. Whether these artists will actually use their
marks, or whether the multiple application filings fail due
to lack of use in the marketplace is yet to be seen. In the

interim, third parties are put on notice of the artists’ supposed bona fide intent to use the marks in commerce in
connection with all of the goods or services listed in the
applications. The deterring effect will likely be successful,
at least to some extent, in preserving these artists’ right to
capitalize on their lyrics and titles themselves. Thus, even
if Ms. Swift’s and other artists’ trademark filings do not fall
squarely within the parameters of the policy behind U.S.
trademark law, these filings provide the artists with some
level of control over the revenue streams from their music
and popularity.
Elizabeth J. Rest is a principal and co-founder of
CROWNSM, LLP, a boutique San Francisco transactions
and litigation law firm, focused on representing clients in
domestic and international trademark selection, clearance,
copyright, entertainment and sports law, rights of publicity,
business entity formation, maintenance, and dissolution,
civil litigation in both state and federal courts, and in all
aspects of the creation, protection, licensing and distribution of intellectual property. Elizabeth is Secretary of the
State Bar of California Intellectual Property Law Section
Executive Committee, and serves as the Immediate Past
Chair of the Entertainment and Sports Law Interest Group
of the California Bar’s IP Section. To contact Elizabeth:
elizabeth@crownllp.com.
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BEYOND BLACK:

Revising the
Lawyer Dress
Code for Women
By Jill Sperber and Susana
Perczek

Raise your hand if
you remember wearing those padded shoulder suits and
panty hose. We do, and share a group cringe with you.
But we also have to admit that having a formulaic dress
code, as ridiculous as it was, made dressing for work a lot
easier and foolproofed one’s professional image. After we
abandoned the Working Girl conformity code, we buoyed
the perfect storm of 1990’s dot.com minimalism. Casual
Friday became Every Day, even more so in the Bay Area.
Fast forward, many of us today have lost our way around
what to wear to work. Our dress code is up for review.
Few guidelines exist today on appropriate attire for
female professionals, let alone lawyers. Work attire in stores
is limited and difficult to locate. Online shopping demands
hours of study and returns. Depictions of Female Legal Warriors in media boil down to extreme fantasies. Time-starved
attorneys have precious little time to even think about a wardrobe that works, much less one that wows. It’s no wonder we
grab our default black suit look, even if it’s tired.
As personal stylists who help professional women find
their personal style, we believe that an unpolished personal
style is distracting and hurts a professional image. We had
heard that female lawyers in Marin are not winning their
cases in the Style Department. Unmoved by rumor, innuendo or conjecture, we demanded hard evidence.
Taking it to Court
To investigate style in Marin, we did a recon of the
Marin County Superior Court on two mornings. The
1998 local court rule on dress code says “no person shall
appear in court unless wearing a shirt, shoes, pants (or
skirt), dress or other appropriate attire (no shorts, sleeveless shirts).”(Local Rule 7.3). We’re here to say that the
“appropriate attire” loop hole has swallowed the rule and
resulted in a full blown style drought.
Of the 20 women attorneys we observed, only one was
a style “go.” We concluded that looking pulled together
has no relation to age, size, apparent wealth, or fashion
forwardness. In fact, our one shining example jazzed up
her basics (albeit all black) with visual interest (sparkly
necklace, jeweled flats). The rest wore mostly non-descript
black pants (we counted a few skirts) with button downs or
blouses in white or muted tones. Some didn’t bother with
jackets. Few wore accessories. Parting the sea of black, we
uncovered these fashion offenses:
8

• Burgundy velvet blazer in spring, not worn ironically.
• Sneakers.
• Tight knit striped mini skirt with mismatched stripe
blazer over neon blouse, and teetering mules.
Personal Image Counts
So, why should dress even matter in 2015? After all,
women want to shine, not from bling, but for our competence and intelligence. We also want to be comfortable.
Dress is a visual shorthand for our confidence, credibility, relevance, and time management skills. It takes
fewer than three seconds to form an impression, like it or
not. Studies show that how you look affects how much you
are: 1) liked and 2) trusted.
Dressing honors and influences clients, judges, court
personnel, colleagues, and jurors. Our style is a choice we
communicate about our professional life. Style – as in, the
colors, fabrics, and silhouettes we wear – also impacts our
personal energy and mood. How do we find our personal style?
Seek Legal Redress
With minimal effort and expense, legal redress is
within everyone’s reach. Start with these tips:
Color is Legal. Color other than black is appropriate
and should be explored. Black does not flatter everyone.
Knowing your color palette is key to looking polished, less
severe, and more approachable.
Power of the Blazer. A structured jacket balances
out the lower half. Rethink the matching pant suit. Try a
cropped collarless jacket or fitted blazer in quality fabric
and mixed colors or textures.
Add Spice. Accessories (statement necklace, belt,
scarf) bring basics to life and expand wear per item. They
complete a look and build one’s signature brand.
Blouse in the House. Stiff oxford button downs are
unfriendly to curvy torsos. A silk or poly blouse in a flattering color or print skims over trouble areas and adds panache.
Shoe Up. The wrong shoe kills. For lawyers, shoes
with a low (2” or less) heel or wedge are more chic and
flattering than round toe flats or sky high stilettos.
The next time you suit up for battle or meeting a client,
follow these style pointers and watch your professional image improve immediately. Warning: symptoms may include
looking taller, slimmer and younger.
Jill Sperber (a lawyer who used to wear dark suits)
and Susana Perczek (an advertising executive) founded,
Style Rescue, to help Bay Area professional women find,
define, and refine their personal style. Style Rescue dares
women to leave their comfort zone and wow.
Visit www.stylerescuebayarea.com and contact them
at stylerescuebayarea@gmail.com.
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PROPOSED
LEGISLATION:

The Right to Die and
the Right to Try
By Jessica Stuart Pliner

Thirty years ago, one of
my relatives was suffering from
a terminal illness and she made
arrangements for her sister to
come over from England to visit in order to assist her with
suicide. They consulted information published by the
Hemlock Society, an organization formed in 1980 which
provided information to dying persons and supported
physician-assisted suicide legislation. Unfortunately, my
relative’s attempt was unsuccessful and upon learning about
the attempt, my family became sharply divided about the
propriety of assisted suicide. I was too young to thoroughly
appreciate the nuances of the opposing positions, although
I recall one relative arguing that a cure might be just around
the corner. Thirty years later, people remain divided on the
subject. This year in California, there are a few pieces of
proposed legislation which will require analysis of these
issues.
Right to Die
It has been nearly 20 years since the U.S. Supreme
Court ruled that physician-assisted suicide is not a protected
liberty interest under the Constitution and that prohibitions on assisting in suicide did not violate the Fourteenth
Amendment. Washington v. Glucksberg (1997) 521 U.S.
702 and Vacco v. Quill (1997) 521 U.S. 793. The Court
in Glucksberg examined the history of our nation’s laws
pertaining to suicide and suicide assistance. “The earliest
American statute explicitly to outlaw assisting suicide was
enacted in New York in 1828 and many of the new States
and Territories followed New York's example.” Glucksberg,
at 715. The Court considered that Washington permitted
physicians to administer medication to patients with terminal conditions when the primary intent is to alleviate pain,
even when the medication is so powerful as to hasten death
and the patient chooses to receive it with that understanding. Id. at 780. But, the Court ultimately held there is no
fundamental liberty interest in a right to assisted suicide that
is protected by the due process clause. The Court left the
door open for states to permit physician-assisted suicide.
Id. at 719. Oregon voters passed an act in 1997, Washington
in 2008 and the Vermont Legislature enacted an assisted
death law in 2013.
In 1992, Proposition 161, a ballot initiative that would
allow the terminally ill to choose doctor-assisted suicide,
failed to pass by a 54 percent to 46 percent margin and
state lawmakers have failed four times between 1995 and

2008 in attempting to pass bills in the Legislature. Now,
California Senate Bill 128, currently titled the End of Life
Option Act (“the Act”), is pending in the state Senate.
The Act would allow a terminally ill individual to request a prescription for aid-in-dying medication if certain
conditions are met and certain procedures are followed.
The Act would require two California physicians to agree
that a mentally competent patient has six months or less
to live before prescribing life-ending drugs. The patient
would have to self-administer the drugs. According to the
legislative analysis, under current law, when a health care
provider makes a diagnosis that a patient has a terminal
illness, the health care provider is required to give certain
information to the patient, including information about
hospice care, the patient’s rights to continue to receive
care or to refuse care, the right to give future health care
instructions through advanced care directives and other
means, and other information. The Act would specify the
manner of making the aid request (a written request and
two oral requests at least 15 days apart), the duties and
responsibilities of the attending physician to whom the
request is made, including requirements for referral to a
consulting physician and verification that the patient is not
under duress. The Act would also make participation by
health care providers voluntary.
Recently, after the Act was amended to provide more
protections for doctors and hospitals that don’t wish to
participate, the California Medical Association dropped
its opposition to the Act, referring to a shift in doctor and
patient attitudes about end-of-life and assisted suicide options. The California Medical Association’s position on the
bill is now neutral.
Opponents of the bill have argued that vulnerable
people can be coerced into seeking the deadly prescription
by heirs looking to profit or by health insurers who looking to save money by offering assistance in dying rather
than more expensive treatment to live. One organization
opposed to the Act is Disability Rights California (“DRC”),
a non-profit that advances and protects the rights of Cali(Continued on page 10)
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(Right to Die, continued from page 9.)

fornians with disabilities. In a letter of opposition, the DRC
expressed that the Act lacks sufficient safeguards and has
the potential to undermine the safety of people with disabilities. Specific examples cited include a lack of oversight
of the fatal dose once it has been dispensed; an absence
of knowledge as to whether the patient has changed his or
her mind; and concerns that everyone around the patient
will not act solely in the best interests of the patient. The
DRC cites statistics from the National Council on Aging
pertaining to incidents of elder abuse and neglect where the
perpetrator is a family member. The DRC also raises the
question whether physicians can reliably predict whether
a patient will die within six months. Citing to data from
Oregon, the DRC states that doctors’ predictions had been
off by as much as two years.
Right to Try
There are another two bills currently pending in the
State Legislature: AB 159 and SB 149, titled the Right to
Try Act. Both bills would give terminally ill patients greater
access to experimental medications. SB 149 advanced out
of its first two committees without a single vote in opposition and AB 159 cleared the Assembly floor with only two
“no” votes. At least 36 states have or will examine this
issue, as similar bills have either been proposed or signed
into law. The bills in California would permit manufacturers of investigational drugs, biological products, or devices
to make the product available to eligible patients with
specified serious or immediately life-threatening diseases
or conditions. Manufacturers would purportedly be allowed
to provide the drugs without liability risks and prescribing physicians would also be immune from liability for
adverse events.
According to the legislative analysis, current state law
generally prohibits the sale or giving away of new drugs
unless the new drug has been approved by the state Department of Public Health or the drug has been approved for
use by the FDA (including premarket approval). Currently,
drug manufacturers may apply to the FDA for permission
to market drugs. The application process includes a series
of clinical trials to demonstrate the safety and effectiveness of new drugs and includes a variety of participant
informed consent requirements and manufacturer reporting
requirements. Current federal law also includes a process
whereby seriously ill patients can access investigational
drugs before they have been approved for general use and
without the patient needing to participate in a clinical trial.
However, concerns have been raised that the FDA’s process
for approving such requests is slow and cumbersome for
physicians, discouraging them from seeking such access
for their seriously ill patients. The FDA now regulates
compassionate access to investigational drugs, however
the process can take four to five months. Proponents of
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the bills argue the patients should have the option of accessing investigational drugs which have passed basic
safety tests, provided there is a doctor’s recommendation,
informed consent, and the willingness of the manufacturer
of the medication to make the drugs available. Supporters
claim that any hope is better than the alternative of no hope
for terminal patients and argue that terminally ill patients
should be free to exercise the basic freedom of attempting
to preserve one’s own life.
Opponents of “Right to Try” legislation worry that
providing experimental drugs to terminally ill patients
may create a false sense of hope. The bills do not require a
patient’s health plan to provide coverage for the cost of the
investigational drug. Other concerns are that the legislation
will attempt to undermine the FDA’s authority and medical expertise in the regulation of pharmaceutical products,
whether patients may be exposed to the dangers of drugs
with limited testing, and that the legislation may undermine
the clinical trials processes. According to the analysis for
AB159, the California Medical Association submitted a letter citing significant patient safety concerns with allowing
access to unproven drugs outside of the FDA's clinical trials
and compassionate use programs because the FDA ensures
the efficacy and safety of using the drugs. The California
Medical Association cites a concern that the legislation does
not provide for patient protection and proper oversight.
They also make reference that manufacturers may not want
to provide their treatments outside of FDA processes, due
to preemption by federal law.
Both the supporters and opponents of the Right to Die
and Right to Try legislation make valid points worthy of
consideration. Personal experience and religious beliefs
may also influence our views on whether these laws should
be enacted. I suspect that possession of greater knowledge
about drug regulatory schemes and incidents of elder abuse
might impact one’s viewpoint. The Legislative Committees’
analyses are available at https://leginfo.legislature.ca.gov
by inputting the bill number.
Jessica Stuart Pliner is a litigation attorney at Carlson, Calladine & Peterson, LLP in San Francisco. She
specializes in tort litigation, primarily in the areas of
catastrophic injury, wrongful death, products liability,
landlord-tenant, premises liability, wildland fire litigation
and legal malpractice. Jessica is a MCBA Director and
lives in San Anselmo. Jessica can be reached at (415) 3913911 or jpliner@ccplaw.com
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Huffman’s Patent
Reform Bill is of
Dubious Benefit for
Marin Technology
Businesses
By Christian J. Martinez

Marin County has mostly
small and mid-sized companies dependent on a robust patent system. For example, drug maker Biomarin, with $751
million in revenue in 2014, was assigned no less than 145
patents since 2000. There are numerous pharmaceutical
ventures in Marin with Biomarin having spawned two,
Rapture and Ultragenyx. Robert A. Baffi, Executive Vice
President of Technical Operations at Biomarin noted that
it expects to add to its 1000 Marin employees hundreds of
highly-educated research positions at its new headquarters
in San Rafael, and that Marin has potential to be a hub in
the pharmaceutical industry. Patents will lead the way.
Autodesk, another Marin flagship company, has revenue of $2.3 billion and holds hundreds of patents related to
its software products. On the other hand, Marin has countless small companies depending on patent protection. For
example, Marin’s Ecotensil, Inc. filed at least 9 applications
since 2012 related to its novel foldable utensils. Emerging
companies such as Ecotensil have as much, if not more, to

lose in patent reforms.
Thus, Marin should take strong interest in the Innovation Act co-sponsored by Congressman Jared Huffman.
Huffman’s bill is intended to make it more difficult to
enforce a patent. It makes a patent holder plead with more
specificity, limits discovery, and creates a presumptive attorneys’ fee award to the prevailing party.
The Innovation Act is only the opening salvo in the
contentious debate surrounding patent litigation reforms
intended to stop abusive litigation tactics by Non-Practicing
Entities (referred to pejoratively as Patent Trolls). Everyone
is against abusive litigation, but the issue is more nuanced
than those urging reforms might appreciate. The most infamous type of Patent Troll acquires patents from inventors
or intermediaries and sues numerous defendants with the
intent to settle for less than the cost of defense. There is
also “privateering” where operating companies, such as
Microsoft, acquire patents and sue competitors through
proxy companies. There is no consensus on who qualifies
as a “Patent Troll” and definitions among scholars could
include individual inventors, universities, or anyone who
does not practice the patent as its “core” business.
In the 113th Congress, there were over a dozen reforms
aimed at patent litigation with titles like “Patent Abuse Reduction Act,” “Patent Litigation Integrity Act,” and “Saving
High-Tech Innovators from Egregious Legal Disputes Act”
(Continued on page 12)
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until Harry Reid tabled them abruptly.
Patent reform is not new. Congress passed a major
patent act in every century since the Washington Administration, with numerous proposals in between. In 2011
Obama signed the America Invents Act, which aligned the
US with the rest of the world by giving patent rights to the
“first to file” a patent application, not the first to invent.
The AIA also included provisions intended to curtail patent
litigation, such as post-grant review procedures, where a
defendant can ask the USPTO to give a “second opinion”
as to whether a plaintiff’s patent should have issued in
the first place, stopping the underlying litigation until the
USPTO makes a decision.
The AIA also required patent plaintiffs to sue each
unrelated defendant in a separate lawsuit instead of joining them in one case (the norm). Thus, if there were 10
accused infringers, there would be 10 cases, not 1 with 10
defendants creating the appearance of a dramatic ten-fold
“increase” in patent cases, and an opportunity for reformers.
Next, a 2012 study by Boston University professors
reported that patent litigation cost businesses $29 billion
the prior year, relying on data from patent defense firm
RPX, which remarkably included Universities, individual
inventors, and other broad categories as “patent trolls,”
not just patent plaintiffs that assert patents either in bad
faith or to elicit “cost of defense” settlements. Moreover,
they assume that the $29 billion was, in fact, a cost at all,
as opposed to transfers of rights as envisioned by the U.S.
patent system. (i.e., judgments, licenses, and settlements).
Perhaps their missteps in their methodology would
not have been so thoroughly exposed (see, e.g., David L.
Schwartz, Analyzing the Role of Non-Practicing Entities in
the Patent System, Jan. 21, 2014), except that their initial
$29 billion claim was parroted ad nauseam by public officials, including the President, and Representative Huffman.
The Judiciary also hit the brakes on patent litigation in
a series of cases limiting damages awards and patentable
subject matter, taking notice of ongoing efforts at reform.
In short, patent litigation became the legal WinCup,
and a stop-work order arrived. According to one 2014 report
by analytics firm Lex Machina, patent litigation cases were
down 40% in October from the prior year. Yet, reform continues and politicians are eager to jump on the bandwagon.
Is this good for Marin businesses?
Marin patent owners are individuals and small to
mid-sized businesses. For Marin’s emerging companies,
especially part of Marin’s growing life sciences community,
patent protection is pivotal.
But how should Marin’s largest employers feel about
inventors’ rights? A search of public records reveals that
in November 2014 Biomarin sued a competitor for in-
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fringement of seven patents for selling a generic version
of Kuvan®, which treats a rare genetic disorder. Kuvan®
accounted for roughly 25% of Biomarin’s net product
revenue for Q4 of 2014. Under Huffman’s bill, Biomarin
would face extra hurdles in alleging patent infringement
and would face the possibility of paying the other side’s
attorneys’ fees if it loses.
Autodesk is a completely different animal since it is
in “tech” and not heavily-regulated biotech. Court records
reveal that it was sued 19 times for patent infringement,
mostly in Texas by non-practicing entities, but also by New
York University and operating companies. Most cases were
dismissed, likely due to settlement.
Yet, Autodesk has Marin’s largest patent portfolio,
which is vulnerable under recent Supreme Court precedence invalidating many software patents. Regardless, its
CEO Carl Bass stated in 2014 that he’d give up Autodesk’s
software patents if all software patents went away. Which
perhaps makes sense, particularly where, unlike Biomarin,
Autodesk has broad copyright protection as well. Patent
trolls typically sue on software patents (about 89% according to a 2013 GAO study) and recently Autodesk was hit
with an $18 million jury verdict in Texas and had to pay
Plaintiff’s attorneys’ fees.
Marin’s startup community might have more to lose
than Autodesk, especially those in the software industry.
According to one survey conducted by UC Berkeley,
76% of venture-backed entrepreneurs and 67% of all entrepreneurs believed that patents were important to their
investors. I am not convinced that patent protection should
rightfully be the raison d'être for emerging companies,
given how difficult it has become to enforce any patents
due to recent Supreme Court opinions.
But for the same reason, Huffman’s bill should die on
the vine to allow the recent Supreme Court cases, the new
post-grant procedures, and the America Invents Act to play
out. If the steep decline in new patent cases continues, additional reforms such as the Innovation Act might at best be
superfluous and at worst be harmful to the very innovators
it purports to protect.
Christian J. Martinez practices intellectual property
law with an office in Corte Madera. He has broad experience in licensing, technology, trade secrets, business torts,
and state and federal court litigation. Christian earned
a Master's in Law with a focus on technology from the
University of California at Berkeley and a JD from the
University of San Francisco.
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CALENDAR DETAILS
Tuesday, June 16, 5:30-7:00 pm
After-Work Mixer
Diversity & Barrister Sections
Piatti, Mill Valley
Details & Registration

Wed, June 17: 12–1:00 pm
Probate & Estate Planning Section Meeting
"Nuts and Bolts of Estate Plan Drafting".    
Speaker: Theodore A. Hellman, Hanson Bridgett LLP
Corte Madera Town Center Community Room
Free, 1 hour CLE
Details & Registration
Email:lfialco@kelleyfarren.com

JUNE MEMBERS MEETING
Wednesday, June 24: 12-1:30 pm
Review of 2015 US Supreme Court Rulings
Speaker: Professor Rory Little
The Club at McInnis
$45 Members / $55 Nonmembers
Details & Registration
1 CLE General Credit

Tue, June 23: 12–1:30 pm
Probate & Estate Planning Section Mentor Meeting
Lerman Law Building, 802 B Street, San Rafael
Brown bag, free
No CLE provided
Details & Registration
Email: Michelle@lermanlaw.com

Wed, July 15: 12–1:00 pm
Probate & Estate Planning Section Meeting
What Now?
Estate Planning for Married Couples After ATRA
Speakers: Wendy M. Greenberg and Wayne H. Gilbert,
Thompson Welch Soroko & Gilbert LLP
Corte Madera Town Center Community Room,
700 Tamalpais Drive, Suite 201
1 hour CLE, Free
Details & Registration
Email:lfialco@kelleyfarren.com; lisa@poncialaw.com

Tues, July 21: 12-1:30 pm
Labor & Employment Section
Brown Bag Lunch Meeting
Affordable Care Act Employer Mandate:
Ready or Not?
Speakers: Dawn Dillard-Alvarez and Eric Bjornson,
Filice Client Services & Compliance
Location: Ragghianti Freitas LLP,
1101 Fifth Avenue, Suite 100, San Rafael
Cost: $10, section members / $20 non-members
1 hr. CLE
Details & Registration
Email: patricia@princemediation.com

JULY MEMBERS MEETING
Wednesday, July 22: 12-1:30 pm
Speaker, venue TBA

Deadline for submission of articles, ads, inserts, and
announcements is the 15th of each month.
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THE MARKETPLACE
Fee to advertise in Marketplace: $40/month for up to 25
words, each additional word at $1/word. Please email
your text ad to kgaines@marinbar.org. Make payment
to MCBA, 101 Lucas Valley Rd., San Rafael CA 94903.
Deadline: 15th of each month.
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August 1st 2015.
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SAN RAFAEL. Large office space and secretarial station fully furnished in a multi-attorney office. Tenant and
client parking on site, no additional cost. Rent: $2,000/
mo. Includes: Conference room, Storage, Refrigerator,
Microwave, Full Kitchen. Email Rachel Castrejon at
rachelcastrejonfamilylaw@gmail.com or (415) 482-0441.
MARIN COUNTY LAW FIRM SEEKING an experienced paralegal / civil litigation assistant (real estate
emphasis) to maintain litigation files, work with clients
and counsel regarding discovery, research, motions
and trial support. Please call or email resume.Vincent
DeMartini, DeMartini & Walker LLP, 415-472-7880,
vincedw@sbcglobal.net
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